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REMARKS 

Favorable reconsideration of this application in light of the following discussion is 
respectfully requested. 

Claims 1-3 and 6-10 are presently active in this case. 

The Applicants are submitting herewith a copy of relevant information about 
ASUWAN, including a printout of the website listed in the original specification and an 
English translation thereof (Appendix). 

Claims 1-3 and 6-10 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fehlberg (U.S. Patent No. 3,731,896) in view of Inoue et al. described on page 2 of the 
present application. For the reasons discussed below, the Applicants request the withdrawal 
of the obviousness rejection. 

The basic requirements for establishing a prima facie case of obviousness as set forth 
in MPEP 2143 include (1) there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings, (2) there must be a reasonable 
expectation of success, and (3) the reference (or references when combined) must teach or 
suggest all of the claim limitations. The Applicant submits that a prima facie case of 
obviousness has not been established in the present case because no motivation existed to 
make the proposed combination of references. 

Claim 1 of the present application recites a shock absorber comprising a housing 
having at least one hollow formed therein, formed of a rigid material, and fixed to a bone 
structural member of vehicles, and a shock-energy absorbing member disposed in the hollow 
of the housing at least, and formed of a super plastic polymer material exhibiting a tensile 
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breaking elongation of 200% or more, a yield strength of 20 MPa or more with respect to a 
predetermined strain and a tensile elastic modulus of 400 MPa or more. The shock-energy 
absorbing member has a surface at least, where the surface facing a shock input direction and 
disposed in a manner contacting closely with an inner surface of the housing. The shock- 
energy absorbing member is pre-compressed in a shock input direction within the housing. 

The Applicants argue that an engine mount of the Fehlberg reference is quite a 
different member in which the purpose of compression is different from that of a shock 
absorber of the present invention. 

As is apparent from the title "ENGINE MOUNT ASSEMBLY", the Fehlberg 
reference describes "a vibration proof member" which aims to "insulate" or "damp" the 
vibration of an engine, not "a shock absorber" as recited in the claims of the present 
application. 

In the vibration proof member which is used for an engine mount of the Fehlberg 
reference, the reason why the vibration proof rubber is compressed and assembled is that the 
bond strength of rubber to be used is weak in tension (and strong in a compression direction). 
So, the vibration proof rubber is previously compressed and then assembled in order to not 
apply tensile forces when the vibration proof rubber vibrates. 

In the shock absorber of the present invention, the shock absorber aims to absorb 
impact forces that are caused by strong large variation from one direction, not to absorb 
vibration which occurs repeatedly (such as with the vibration proof member). 

As described in the art, when a housing is filled with a hard urethane foam, the hard 
urethane foam is brought into contact with the housing because of volume expansion in 
foaming. On the contrary, in case of ASUWAN, ASUWAN itself is a simple substance and 
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has the processed shape, not an elastic body. So, it is difficult for ASUWAN to be assembled 
in the condition that it is brought into contact with an inner surface of a housing. So, a 
clearance between the housing and ASUWAN is diminished by compressing the housing, and 
shock absorbing effect is exhibited effectively since an early stage of deformation. 
Accordingly, one of skill in the art would not have been motivated to make the proposed 
combination of references. 

As above described, even one of ordinary skill in the art cannot expect that the 
technique of the Fehlberg reference, in which the purpose of compression is quite different, to 
be applied to the shock absorber of the present invention. The shock absorber of the present 
invention does not adopt the technique of the Fehlberg reference in which the purpose of 
compression is quite different. Therefore, the Applicants submit that the inventive step of the 
present invention should be accepted. 

Furthermore, the Applicants argue the difference between "shock resistance" and 
"shock energy absorbing characteristic." By submitting the attached documents (Japanese 
version with excerpts translated into English) in the Appendix hereto from a website 
discussing ASUWAN, the Applicants again argue that shock resistance, which is explained in 
the attached documents, and the "shock energy absorbing" characteristics of the present 
invention are different characteristics. 

The "shock resistance" of ASUWAN is described in the attached document. The 
"shock resistance" applies to a product having an excellent result evaluated by Izod impact 
test or the like, and it shows numerical value of hardness, namely, "how hard to be cracked" 
against impact. Generally, a product having viscosity (having high tensile elongation 
percentage) has a high shock resistance. 
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The "shock energy absorbing" characteristic were discovered by the present inventors 
through research. For the "shock energy absorbing" characteristic, the relationship between 
stress and variation is important. It is desirable to have the materiality that enables variation 
for a long time without buckling, while maintaining high stress. It is unsatisfactory that only 
one of either stress or variation (elongation) is excellent, and ASUWAN has both properties 
(stress and variation). However, the person who developed ASUWAN did not appreciate or 
notice the fact that ASUWAN has both properties, and present inventors discovered such new 
knowledge. 

As apparent from the above discussion, a feature having excellent "shock resistance" 
does not necessarily have excellent "shock energy absorbing" characteristics (see the attached 
document). There is the case in which the one having low stress at the time of variation 
(which is restricted by tensile elastic modulus or tensile breaking elongation in the present 
invention) consequently has low shock energy absorbing ability, although the shock 
resistance is high. 

"Shock resistance" and "shock energy absorbing" characteristics are different 
parameters from each other, and the evaluation method is different. So, even if there is the 
description that the shock resistance is excellent, this cannot be immediately related to the 
fact that the shock energy absorbing characteristic is excellent. 

The Applicants, therefore, respectfully submit that the rejection is based on the 
improper application of hindsight considerations. It is well settled that it is impermissible 
simply to engage in hindsight reconstruction of the claimed invention, using Applicants 1 
structure as a template and selecting elements from the references to fill in the gaps. In re 
Gorman, 933 F.2d 982, 18 USPQ2d 1885 (Fed. Cir. 1991). Recognizing, after the fact, that 



Application Serial No.: 10/694,762 

Reply to Office Action dated September 29, 2004 

a modification of the prior art would provide an improvement or advantage, without 
suggestion thereof by the prior art, rather than dictating a conclusion of obviousness, is an 
indication of improper application of hindsight considerations. Simplicity and hindsight are 
not proper criteria for resolving obviousness. In re Warner, 397 F.2d 101 1, 154 USPQ 173 
(CCPA 1967). 

Claims 2, 3, and 6-10 are considered allowable for the reasons advanced for Claim 1 
from which they depend. These claims are further considered allowable as they recite other 
features of the invention that are neither disclosed, taught, nor suggested by the applied 
references when those features are considered within the context of Claim 1. 

Consequently, in view of the above discussion, it is respectfully submitted that the 
present application is in condition for formal allowance and an early and favorable 
reconsideration of this application is therefore requested. 
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Plastic Processing [Saito Resin Industries] Plastic Enpla: Material 
Property List /Resin Material Property Table (l) 

Resin Material Property Table 

The value described in the Table shows an average value of the result 
due toA.S.T.M. experimental method 

Property Polyethylene Nylon 

UHMV High density Cast NA Nylon 6 



Elongation (%) 450 700 30-43 290 

Elastic 

Tensile 5 5 33 28 

Modulus (kg/cm 2 ) 



Shock Resistance 
kg-cm/cm 

IzodTest23t without 20 6-9.7 13.6 

l/2in X l/2in breaking 
with notch -40 °C 



(Comparison between Polyethylene and Nylon) 

The shock resistance of polyethylene (UHMV, high density) shows 
high value (without breaking, 20) , but both of elongation and tensile 
elastic modulus (or compression strength) are required for absorbing 
shock energy- Although polyethylene shows high elongation value, 
the tensile elastic modulus is low as compared with other resin 
materials so that the polyethylene is not always a resin material 
having excellent shock energy absorbing characteristic- 

As seen from nylon, although the shock resistance is worse than 
that of polyethylene, the tensile elastic modulus shows higher value 
than that of polyethylene. As apparent from the result of comparison, 
one cannot generally say that "large shock resistance is equal to 
excellent shock energy absorbing characteristic". 

Furthermore, for example, the tensile elastic modulus of nylon 6 
is approximately 3MPa if you convert it. So, it is unnecessary to say 
that nylon 6 is not equivalent to the material having 400MPa or more, 
which is required for the present invention.. 



